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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

In the Matterof RegistrationNo. 3025887
For the Mark VER

Filed on September23, 2004
Issuedon December13, 2005

VER Sales, Inc., )
)

Petitioner ) CancellationNo. 92053547
)

v. ) RegistrationNo. 3,025,887
)

Full ThrottleFilms, Inc., ) Mark: VER (words only)

Registrant. )

FIRSTAMENDED AND RESTATEDPETITION FORCANCELLATION

VER Sales, Inc.,a corporation organizedandexistingunderthe laws of the Stateof

Californiawith a principal placeof businessof 2509N. Naomi Street,Burbank,California,

91504(hereinafter “Petitioner”)believes thatit will be damagedby the continuedregistrationof

the aboveidentified trademarkregistrationin thenameof Full ThrottleFilms, Inc., a corporation

organizedunderthe lawsof the Stateof Californiawith a registeredplaceof businessof 912

RubertaAvenue, Glendale,California91201 (hereinafter“Registrant”) andhereby petitionsto

cancelthe same.

As groundsfor this petition, it is allegedthat:

1. Petitioner,andthroughits predecessorsin interestandrelatedcompanies,has

usedthe VER mark, andstylizedversionsthereof,in connectionwith wholesale,rental, retail

andonline retail store servicesfeaturingsafety,construction,theatrical,mountainclimbing,

hardware,entertainmentand specialtyequipmentandsupplies;custommanufactureof safety,
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construction,theatrical,hardware,entertainmentandspecialty equipmentand supplies

(hereinafter“Petitioner’sMark”). Petitionerhasusedthe VER markin connectionwith these

servicessinceas early as 1972.

2. Petitioner’suseof the VER mark hasbeencontinuoussinceits first useof the

VERmarkin 1972.

3. Petitionerownsextensivecommonlaw rights in andto Petitioner’sMark.

4. In additionto useof the VER trademark,Petitioner’scorporatepersonaand

identity is as VER Salesand/orVER. Petitionerhasbeenincorporatedas a California limited

liability companysinceas early as 1972under“Ver Sales,Inc.” A copy of Petitioner’s

corporatestatusis attachedas Exhibit A.

5. Petitionerholds itself out to consumersas “Ver”, including throughits website

andits signage. PrintoutsreflectingPetitioner’scorporateidentity as “Ver” are attachedas

Exhibit B.

6. Petitionerhasheld itself out to the public as Ver for so long thatconsumersare

likely to recognizeandassociatePetitioner,as anentity, as “Ver”.

7. ConsumersrecognizePetitioneras “Ver”, as evidencedby the communications

between Petitionerandits customers.

8. On November29, 2010,Petitionerfiled an applicationto registerPetitioner’s

mark, SerialNo. 85/186,727. On November29, 2010,Petitioneralsofiled an applicationto
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registerthe VER andDESIGN mark, SerialNo. 85/188,635(together,collectively, “Petitioner’s

Applications”).

9. Petitionerhaspromoted,marketedandprovidedservicesthroughoutthe United

Statesandhasdevelopedvaluablegoodwill in andto Petitioner’sMark.

10. Petitionerhasexpendedconsiderableeffort andexpensein promotingPetitioner’s

Mark, and, as a result, the purchasingpublic hascometo recognizePetitioner’sMark as

indicativeof the servicesprovidedby Petitioner.

11. Petitionerhasdevelopedandmaintaineda loyal customerbase,all of whom

recognizePetitioneras the sourceof the servicesmarketedunderPetitioner’sMark.

12. Due to Petitioner’slong andsuccessfuluseof Petitioner’sMark, the mark has

achieveda positionof recognitionandfame.

13. NotwithstandingPetitioner’sprior rights in andto the VER mark, Registranthas

obtainedUnited StatesTrademarkRegistrationNo. 3025887for the VER mark for rentalof

equipment,namely,broadcastequipmentin Class038 andrentalof equipment,namely, audio,

video andcameraequipmentin Class041. The registrationissuedon December13, 2005 and

claims a first usedateof September1990 for both classesof services. A copy of that Certificate

of Registrationis attachedheretoasExhibit C.

14. Petitioner’suseof Petitioner’sMark is prior to Registrant’suseof Registrant’s

VER mark. As such,Petitioneris the senioruserandentitledto registrationof Petitioner’s

Mark.
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15. In the pastseveralyears, therehavebeeninstancesof actualconfusionbetween

the servicesofferedby Registrantandthe servicesofferedby Petitioner,both underthe VER

mark.

16. Instancesof actualconfusioninclude, inter alia, Petitioner’s receiptof payment

for servicesrenderedby Registrant,issuedby Registrant’scustomersand Petitioner’sreceiptof

phonecalls andadditionalcorrespondencemeantfor Registrant.

17. In 2011 alone,Petitionerhasreceivedover $1200in paymentsto its bankaccount

for servicesrenderedby Registrant,from Registrant’scustomers.Registranthasnot takenany

action to stopthe consumerconfusion.

18. The instancesof actualconfusionbetweenPetitioner’sMark andRegistrant’s

VER markhaverecentlyincreased.

19. Registrantadmitsthat Registrant’sVER mark andPetitioner’sVER marks,in

connectionwith the relevantservices,areconfusinglysimilar.

20. Registrantmakesno claim that its useof the VER mark predates Petitioner’sfirst

use.

21. Registrantinitially usedthe markVIDEO EQUIPMENT RENTALS. Registrant

alsousedthe mark VER VIDEO EQUIPMENT RENTALS as a compositemark. Registrant

changedits mark to VER afterbecomingawareof Petitioner’suseof the VER mark andto use

Applicant’s goodwill in the VER mark to Registrant’sadvantage.
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22. Registrantexpandedthe servicesit offers onceit becameawareof the demandfor

servicessimilar to Petitioner’sservices. Upon information andbelief, Registrantbecameaware

of the demandfor additionalservicesbasedon misdirectedcommunicationsmeantfor Petitioner.

23. Registrantusedanduses theVER markto takeadvantageof the consumerbase

createdby Petitionerandto misleadthoseconsumersas to the sourceof services.

24. Registrant’sregistrationfor the VER mark is beingusedby Registrantso as to

misrepresentthe sourceof the serviceson or in connectionwith which the VER mark is used.

25. Registrant’sVER mark is identical to Petitioner’spreviouslyusedcorporate

name,identity and/orcorporatepersona,“Ver”, andRegistrant’suseof the VER mark is likely to

createa falseconnectionwith Petitioner’sidentity or corporatepersona.

26. Registrant’sVER mark is a simulationof Petitioner’s corporateidentity. When

the VER mark is usedon Registrant’sservices,a connectionwith Petitionerwill be presumedby

consumers.

27. Consumers’falseassociationbetweenPetitionerandRegistrantis evidencedby

the numberof paymentsissuedto Petitionerby Registrant’scustomers.Registrant’scustomers

believe thatthereis an associationand/or connectionbetweenPetitionerandRegistrant.

28. Registranthasblatantlyandaggressivelymisused Petitioner’smark in orderto

tradeon Petitioner’sgoodwill.

29. Registranthasan intent to tradeon the goodwill associatedwith Petitioner’sVER

marks.
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30. Registrant’smisuseof the VER markis evidencedby Registrant’sunwillingness

to changeits mark in spiteof misdirectedpayments,andpotentiallost revenue. Petitionerworks

in goodfaith to identify any misdirectedfunds,but fearsthat Registrant’songoinguseof

Petitioner’smarkwill leadto incorrectpaymentsmadeto both RegistrantandPetitioner.

31. Registrant’sfailure to mitigateactualconfusionbasedon useof the VER mark is

evidenceof Registrant’sbadfaith intent to profit from Petitioner’sgoodwill.

32. Registrant’sbusinessdealingswith consumersconfusedas to the sourceof

servicesis evidenceof Registrant’smisuseof Petitioner’smarks.

33. Registrantis deliberatelyusingthe VER markin suchmannerin orderto blur the

distinctionswhich may havepreviouslyexistedbetweenthe marks andservicesof the parties,

including Registrant’sprevioususeof “Video EquipmentRental,” so as to confuseanddeceive

purchasers.

34. Petitionerfurther seekscancellationof RegistrationNo. 3025887basedon fraud.

RegistrationNo. 3025887wasobtainedfraudulentlyin that the formal applicationpapersfiled

by Registrant,undernoticeof Section1001 of Title 18 of the United StatesCode,statedthat the

Registrant:

to the bestof his/herknowledgeandbelief no otherperson,firm
corporationor associationhasthe right to use themark in
commerce, eitherin identical form thereofor in suchnear
resemblancetheretoas to be likely, when usedin connectionwith
the goods/servicesof suchotherperson,firm, corporation,or
associationto cause confusion,or to cause mistake,or to deceive...
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35. Saidstatementwasmadeby an officer of Registrant,Registrant’sPresident,Scott

Dundee,on September13th, 2004,with the intentto induceagentsof the United StatesPatent

andTrademarkOffice to grantsaid registration,and,reasonablyrelying uponthe truth of said

false statement,the United StatesPatentandTrademarkOffice did, in fact, grantsuch

registration.

36. Prior to filing of the application,Registrantwas awareof PetitionandPetitioner’s

business.Registranthadattendedthe sametradeshowsas Petitionerandhaddiscussed

Petitioner’sbrandwith Petitioner. Notwithstandingsuchknowledge,Petitionersubmitteda

sworn statementthat therewereno other entitieswith the right to useVER.

37. To the bestof Petitioner’sknowledge,Registranthadknowledgeof Petitioner’s

mark andof Petitioner’sprior useof the VER mark in commerce.To the bestof Petitioner’s

knowledge,at the time the applicationfor Registrant’sVER mark was filed, Registrantknew that

Petitionerhadthe superiorright to usethe VER mark.

38. The representationsmadeby Registranton September14th 2004 werefalse.

39. Registrantknew that the representationswere false.

40. Registrantknowingly madea materialmisrepresentationto the TrademarkOffice

to procurea registrationfor Registrant’sVER mark.

41. Registrantintendedto deceivethe TrademarkOffice.

42. The TrademarkOffice relied on the representationswhen issuinga registrationfor

Registrant’sVER mark.
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43. The TrademarkOffice would not haveregisteredRegistrant’s VERmark but for

the misrepresentation.

44. Registrant’sactionsin the filing of Registrant’sapplicationto registerthe VER

constitutefraud ab initio, therebyinvalidatingRegistrant’sregistrationfor the VER mark.

Accordingly, Registrant’sregistrationfor the VER mark shouldbe struckfrom the registerin its

entirety.

45. If Registrantis permittedto retainthe registrationsoughtto be cancelledherein,

Petitionerwill be damagedby suchregistration,as the ongoingexistenceof the registration

would supportandassistRegistrantin useof the VER mark that is the subjectof the registration,

andtherebycreatefurther confusion,in addition to the actualconfusionalreadypresentin the

marketplace.

46. If Registrantis permittedto retainthe registrationsoughtto be cancelledherein,

Petitionermay also bedamagedby virtue of its inability to registerits trademarks.Petitionerhas

muchto be gainedin being granteda federaltrademarkregistrationfor useof Petitioner’sMark.

The ongoinginability of Petitionerto do so will causedirect andirreparabledamageto

Petitioner,effectively limiting Petitioner’sability to protectandenforceits valuabletrademark.

47. If Registrantis permittedto retainthe registrationsoughtto be cancelledherein,

Petitionerwill be damagedby suchRegistration,as the ongoingexistenceof the registration

would supportandassistregistrantin useof the VER mark that is the subjectof the registration,

andtherebydilute Petitioner’srights in Petitioner’sMark.
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48. Registrant’suseandregistrationof the VER mark interferes with Petitioner’s

Mark andwill damage Petitioner,its businessandits goodwill.

WHEREFORE,Petitionerdeemsthat it is now andwill continueto bedamagedby

RegistrationNo. 3,025,887andseekscancellationof the same.

Pleasedirect all correspondence relatingto this matterto the undersignedattorneyfor

Petitioner. ThePatentandTrademarkOffice is authorizedto chargeany relevantfiling feesto

DepositAccountNo. 500977.

RespectfullySubmitted,

VER Sales,Inc.

Dated:March21,2011

__________________________

/IeseK. Reider

( Atto\ney for Petitioner
\BuclJalterNemer

I9OO Wilshire Blvd., Suite 1500
Los Angeles,California90017
Phone:231.891.5031
Fax: 213.630.5745
Email: trademark@buchalter.com
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CERTIFICATEOF SERVICE

PetitionerVER Sales,Inc., herebycertifies that a copy of this FIRST AMENDED AND
RESTATEDPETITION FOR CANCELLATION hasbeenserveduponthe attorneyof record
for CancellationNumber92053547,on this 21stdayof March, 2011,by First ClassU.S. Mail, at
the following address:

GeorgeTseng
Arent FoxLLP

555 WestFifth Street,48thFloor
Los AngelesCA 9O13-1065 --

K. Reider
ttor ey for Petitioner
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EXHIBIT A
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http:/Ikepler.sos.ca.gov/cbs.aspx

OnhneServices
- BusinessSearch
- DisclosureSearch
- E-File Statements
- ProcessingTimes

Main Page

ServiceOptions

Name Availability

Forms,Samples& Fees

Annual/BiennialStatements

Filing Tips

Information Requests
(certificates,copies&
statusreports)

Serviceof Process

FAQ5

ContactInformation

Resources
- BusinessResources

Tax Information
- StartingA Business
- InternationalBusiness

RelationsProgram

CustomerAlert
(misleadingbusiness
solicitations)

Data is updatedweekly and is currentas of Friday, March 18, 2011. It is not a completeor certified record of

* Indicatesthe information is not containedin the California Secretaryof Statesdatabase.

• If the statusof the corporationis “Surrender,’ the agentfor serviceof processis automaticallyrevoked.
CorporationsCodesection2114 for information relating to serviceupon corporationsthat havesurrend

• For information on checking or reservinga name,refer to N me Availability.
• For information on orderingcertificates,copiesof documentsand/orstatusreportsor to requesta more
1atI9nRequests.

• For help with searchingan entity name,refer to SearchTips.
• For descriptionsof the variousfields and statustypes, refer to Field DescnptionsandStatusDetiniti4

Modify Search New Search PrinterFriendly Back to SearchResu

I FreeDocum

Copyright © 2011 California Secretaryof State

c’ .. .

BusinessEntities (BE) BusinessEntity Detail

Entity Name; tIER SALES, INC.

Entity Number: C0669816

DateFiled: 11/27/1972

Status; ACTIVE

Jurisdiction: CAUFORNIA

Entity Address: 2509 N NAOMI ST

Entity City, State,Zip; BURBANK CA 91504

Agent for Serviceof Process:PAUL RYAN

AgentAddress: 2509 N NAOMI ST

Agent City, State,Zip: BURBANK CA 91504

Monday,March 21, 2011 BusinessSearch- BusinessEntities - BusinessPrograms
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http://versales.com/index.html

WR SAUSINC
candoforyouby

watchin9our video

HardwareS Tools

Cable & Wire Rope

Chain Products

Mtn. Climbing Equip

Rope 8. Nets

Slings 8. Webbing

Theatrical Supplies

Hoists 8. Winches

Cable Fittings

BungeeCord

Specialty Items

Links

ContactUs

SALES
OnhneStore

VER SALES
SafetyProducts

Web Site

PELICAN
eee.1. .e ‘esiceS

AUTHORIZED ONL!NE
OlSTR&1JTOR

ERSALES, INC.
N NaomiSt Bin bankCa. 91504

‘8OO)229-0518k(818)56730O0• Fax (818)567-3018

flPfW1RiKAWD WLMPf
Click heretovisit our NEW online store!

pptJ

Hom ContaiUs Webmaster
© VER SALES, INC. 2011

All Rights Reserved.

,UC1S

Monday, March21, 2011 VER SALES, INC. - Cable,Rigging, Safety



http://www.versalestore.com/index.cfm

Departments
Aircraft Cable

..copressiii

frpe

SafetyCables

SetwearGloves

Slings

SpanSets

Tape

TheatricalSupplies

OtherItems

LatestNews

Welcometo VER
SalesInc. new
online store

Visit Our OtherSites

%

ServiceStrengthSafety

my account view cart ContactUS aboutus

-r

Salesis your completesourcefor I,, ging, Chain, NicopressTools & Sleeves,
Fall Protection,Turnkey EngineeredSystems,CustomCableAssemblies,
EungeeCord, BungeeAssemblies,SafetySupplies,and much more, if you
areunabletc find what you are looking for, thengive us a call us at 800-229
0518or 1-800-300-WIRE(California Residents(for all your custom FelcoCutters
applications,large quantitydiscoanta,or anyoilier technicalor productsrelated
questions you may have. We don’t list everythingwe stock in our warehouses I
on our website. You canalsoemail us at support’Sversaiestore.com

__________________________

Sale

Bungee

CableTies

Chain

DuracellBatteris—-

s‘g!!,I!!4__ - - -

VER SalesStore- Your one stop sourcefor Hardware,Rigging, Safety,BuggeCord, Fall Protection



http://www.versalestore.com/index.cfm

Saint LED SurefireHeadlamp(Black)

More Info,.

ProductID: FL-SF-HS1-A-BK

our PriceS52.75Each

Add to Wiuhiot

Quantrty [_‘.;d

Our Prrce$20000Each

Add to Wishlist

Querrirty

Our Price$139.00Each

Add to Wshhut

Quantity

Our Price389.00Each

Add to Wishhst

Quantity

_____________

Our Price$62.00Each

Add to Wishliut

Quantity

Our Pr-ice $1 17.72Each

Add to Wishlist

Qauntity rr,J.od

Our Price$69.00Each

Add to W,shlist

Quantity r-rr-d

Our Price $195.50Each

Add to Wishlist

O tOy r

___ ___

Holiday Gifts

Wtre Rope& CableCutter HOp New’

ProductID: TOOLS-FELCO.C7

Q
Saint Minimus LED SurefireHeadlamp(Black) HQTt
More Info,..

ProductID: FL.SF.HS2.A.BK

6P LED SurefireFlashlight(Black)

More Info

ProductID FL.SF-6PL.BK

Single-OutputLED

p 6P Orignal Surefire Flashlight(Black) p’
More Info,..

ProductID: FL.SP.BP.Bt<

Single-OutputIncandescent

“ FelcoC9 Wire Rope& CableCutter pji New’
- More Info..,

ProductID. TOOL5-FEL0O-ce

6PX TacticalSurefireFlashlight(Black)

ProductID: FL-SF-6PX-A-BK

FelcoC12 Wire Rope& CableCutter OR New!
More Info...

Product 0: TOOLS-FELC0-c12

- VER SalesStore- Your one stop sourcefor Hardware,Rigging, Safety,BuggeCord, Fall Protection



http://www.versalestore.com/index.cfm

More Info...

• ProLoethorGiove

• One ToaghGlove

• High GradeLeather

Oar Price S3995PerPair

Add to Wishtisf

SelectYour Size

Quanhty

AdvanceProductSearch

1 SelectProductTypo

2 Keyword

Block and Falls

Display Products 1

home • sitemap • FafuredProducts • Hours& Directions On Sale Product Search terms& conditions • eceblinks

2509 N. Naomi St. Burbank, CA 91504
800229.0518818.567.3000

tax 818.567.3018
2’.OQCocy5rVERSz’eaiC etu,o..e’.vc

Tan LeatherSeiwearGloves- SWP-09-007thru 012 HoP

VER SalesStore - Your onestop sourcefor Hardware,Rigging, Safety,BuggeCord, Fall Protection
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Jut. (Is.: 38 and41

Prior U.S. (Is.: 100, 101, 104 and 107
Reg. No. 3,025,887

United StatesPatentand TrademarkOffice RegisteredDec. 13, 2005

SERVICEMARK
PRINCIPAL REGISTER

VER
FULL THROTTLE FILMS, INC. (CALIFORNIA FIRST USE 9-0-1990;IN COMMERCE 9-0-1990.

CORPORATION)
912 RUBERTA AVENUE
GLENDALE, CA 91201

THE MARK CONSISTSOF STANDARD CHAR-
FOR: RENTAL OF EQUIPMENT, NAMELY, ACTERSWITHOUT CLAIM TO ANY PARTICULAR

BROADCAST EQUIPMENT. IN CLASS 38 (U.S. CLS. FONT, STYLE. SIZE, OR COLOR.
100, 101 AND 104).

FIRST USE 9-0-1990;IN COMMERCE 9-0-1990. SER. NO. 76-613,615,FILED 9-23-2004.

FOR: RENTAL OF EQUIPMENT. NAMELY,
AUDIO. VIDEO. AND CAMERA EQUIPMENT. IN
CLASS 41 (U.S. CLS. 100, 101 AND 107). JENNIFERKRISP, EXAMINING ATrORNEY


